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Sir: 

I, Merry R. Sherman, Ph.D., declare and state that: 

1. I am one of the inventors of the subject matter of U.S. Patent Apphcation 
Serial No. 09/501,730 ("the present application") filed February 10, 2000, 
which is referenced above, 

2. I am also the President of Mountain View Pharmaceuticals, Inc. ("MVP"), the 
assignee of the present application by virtue of an assignment from all of the 
inventors to MVP executed on April 26, 2000, and recorded in the U.S. Patent 
and Trademark Office on May 22, 2000, beginning at Reel No. 010836, Frame 
No. 0572. 

3. My curriculum vitae is attached as Exhibit A. 

4. MVP is the owner of U.S. Trademark Registration No. 2,246,623, for the word 
mark PURICASE®, which was registered in the Principal Register of the U.S. 
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Patent and Trademark Office on May 18, 1999. The PURICASE® mark as 
registered is associated with pharmaceutical preparations containing uricase 
coupled to polyethylene glycol ("PEG-uricase conjugates") for use in the 
treatment of hyperuricemia and related conditions. These conjugates are 
exemplary emodiments that are encompassed by certain claims of the 
present application. 

I am familiar with the prosecution history of the present appHcation to date, 
I would like to address certain remarks raised by Examiner Pak in the Office 
Action issued May 22, 2002 (Paper No. 14). 

At page 5 of the Office Action, Examiner Pak states that: 

The owner of Puricase™ is Mountain View Pharmaceuticals, 
INC., the assignee of the instant invention and Puricase™ was 
first used in commerce from December 17, 1998 (U.S. 
Trademark, Registration No. 2,246,623). 

In support of this statement, Examiner Pak relies upon a printout of a record 
from the U.S. Trademark Electronic Search System ("the TESS printout"), 
cited as Doc. No. Ul on the Form PTO-892 attached to a previous Office 
Action (Paper No. 11), mailed December 5, 2001. In the heading "Goods and 
Services," this printout indicates that the word mark PURICASE® was first 
used in commerce on December 17, 1998. 

The "first use in commerce" for the word mark PURICASE® listed in the 
TESS printout is based on information provided by MVP in its application to 
the U.S. Patent and Trademark Office for registration of the word mark 
PURICASE®. However, this "first use in commerce" does not reflect a sale 
or public availability of the goods identified by the PURICASE® mark on 
December 17, 1998. Instead, on that date, personnel of MVP under my 
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direction and control sent test samples of PEG-uricase conjugates to 
Sterilization Technical Services ("STS"), a contract testing laboratory in Rush, 
New York, for pharmacokinetic testing by STS. The samples were sent to 
STS via Federal Express (Airbill 8056 3147 2683, delivered at 9:55 am, 
December 18, 1998). This testing was performed under confidentiality and for 
experimental purposes only, as part of an ongoing research and development 
program at MVP developing PURICASE® brand of uricase conjugates and 
compositions. The testing performed by STS was at the request of, under the 
direction of, and at the expense of MVP. STS injected the samples into mice, 
collected blood from the mice, from which it prepared serum. The serum 
samples were shipped back to MVP, where analyses were performed to 
determine the rate of disappearance of the PEG-uricase from the circulation of 
the mice. At no time did STS pay MVP for the test samples of PEG-uricase 
provided by MVP to STS, and MVP did not offer this material for sale to STS 
or to any other individual or entity on or before December 17, 1998. 

9. Therefore, on December 17, 1998, the goods associate with the PURICASE® 
word mark were transported in interstate commerce, but were not on sale or 
otherwise in public use, and were not the subject of a commercial offer for 
sale. 

10. I have read, I am familiar with, and I understand the provisions of 
37 C.F.R.§§ 10. 18(b) and (c) relating to the effect of signature and certificate 
for correspondence filed in the U.S. Patent and Trademark Office. 

Further, declarant saith not. 
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Merry Rubin Sherman, Ph.D. 
President 

Mountain View Pharmaceuticals, Inc. 

Education : 

Wellesley College, Wellesley, MA 
University of California, Berkeley, C A 
University of California, Berkeley, C A 
Weizmann Institute, Rehovot, Israel 
National Institutes of Health, 

Bethesda, MD 
Research Positions : 
1970-1976 
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Polymer Science 
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1975-1976 

1975-1986 
1/92-8/92 
1993-1995 
1995 -present 



Research Associate and Associate, Department of Surgical Research 
Sloan -Kettering Institute (SKI), New York, NY 

Visiting Investigator, Cardiovascular Research Institute, University of California 

Medical Center, San Francisco, CA 

Head, Endocrine Biochemistry Laboratory, SKI 

Visiting Scientist, New York University Medical Center, New York, NY 
Pharmaceutical Consultant, Mountain View, CA 
President, Mountain View Pharmaceuticals,'lnc. 



Academic "^^^^fonsiPositw^^^ at Cornell University Graduate School of Medical Sciences 
{LUUmS), New York, NY. were concurrent with those at SKI 
Instructor in Biochemistry, CUGSMS, New York, NY 
Assistant Professor of Biochemistry, CUGSMS 
Associate Professor of Biochemistry, CUGSMS 
Professor of Biochemistry, Rutgers University, Newark, NJ 



1971- 1972 

1972- 1977 
1977-1986 
1986-1993 



Honors : 

1 957 Finalist, National Science Talent Search 
Elected to Phi Beta Kappa 

New Yo^rk Cl^ptT" ^'''^"^''^ Association for Women in Science, Metropolitan 

Distinguished Alumna Award, New Rochelle High School, New Rochelle, NY 
Editorial Boards and Refereeing : 



1960 
1985 

1987 



1974-1978 
7/78-6/81 
7/82-6/84 



Editorial Board, Endocrine Research Communications 
Editorial Board, Journal of Biological Chemistry 
Editorial Board, Journal of Biological Chemistry 
Occasional reviews for: 

Anal Biochem, Arch Biochem Biophys, Biochemistry, Cancer Research 
Endocrmology, Nature. Proc Natl Acad Sci USA, Steroids 

Special NIH Study Sections: 2/77, 1/79, 12/82, 5/85 and 4/91 

National Committees : 

9/84-6/88 Program Committee of The Endocrine Society 

12/85-6/88 Board of Scientific Counselors, Natl. Institute of Child Health and Human Dev 
Professional Memberships: American Society of Biological Chemists, The Endocrine Society 

American Association for Cancer Research, Society for Neuroscience, Association for 

Women in Science 
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exclusive ligand binding. J Mol Biol 2 1 : 265-274 
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